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REMARKS 

Status of Claima 

Claims 1-26 are pending in the application. Claims 1-26 stand rejected. 
Applicants have amended Claims 1, 2, 7, 10, 15, 20, 21, and 26, leaving claims 1-26 for 
consideration upon entry of the present Amendment. 

Applicants respectfully submit that the rejections under 35 U.S.C. §112, second 
paragraph, and 35 U.S.C. § 103(a), have been traversed, that no new matter has been 
entered, and that the application is in conditicm for allowance. 

Relections Under 35 U-S.C. 81124 Second Paragraph 

Claim 26 stands rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter that 
Applicants regard as the invendon. 

Applicants have amended Claim 26 to depend firam Claim 24, thus estabhshing 
proper antecedent basis for ''said analyzed image". 

In view of the foregoing, Applicants respectiully submit that the claimed subject 
matter is described in such a maimer that reasonably conveys to one skilled in the relevant 
art that the inventors^ at the time die application was filed, had possession of the claimed 
invention, and particularly pointed out and distinctly claimed the subject matter regarded 
as the invention. Accordinglyi Applicants respectfully request the Examiner to reconsider 
and withdraw the rejection of Claim 26 under 35 U.S.C §112, which Applicants consider 
to be traversed. 

Relections Under 35 U,S.C. 8103f ftl 

Claims 1, 8-14, 21-24, 26 and 25 stand rejected under 35 U.S.C. §103(a) as being 
impatentablc over Agano (U.S. Patent Publication No. 2002/002720 lAl, hereinafter 
Agano). 
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Claims 2-4. 7, 15-17 and 20, stand rejected under 35 U.S.C. §103(a) as being 
unpatentable over Agano as applied to Claims 1 and 10 above, and further in view of 
Stettaer et al. (U.S. Patent No. 6,057,552 A2, hereinafter Stcttner). 

Claims 5 and 18 were rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Agano and Stettner as applied to Claims 2 and 15 above, and fUrther in view of 
Granfbrs et al. (U.S. Patent No. 5,751,783A, hereinafter Granfors). 

Claims 6 and 19 stand rejected under 35 U.S.C. 103(a) as being unpatentable over 
Agano and Stettaer as applied to ClaimB 2 and 15 above, and further in view of 
Meuleman (Q.S. Patent No. 3,742,21 5, hereinafter Meuleman). 

Applicants traverse these rejections for flie following reasons. 

AppUcants respectfully submit that the obviousness rejection based on the 
References is improper ae the References fail to teach or suggest each and every element 
of the instant invention In such a manner as to perform as the claimed invention 
performs. To establish prima facie obviousness of a claimed inv«:ition, all the claim 
limitations must be taught or suggested by the prior art. In re Royka^ 490 F.2d 98 1 , 1 80 
USPQ 580 (CCPA 1974). "All words in a claim must be considered in judging the 
patentability of that claim against the prior art." In re Wilson, 424 R2d 1 382, 1385, 165 
USPQ 494, 496 (CCPA 1970). If an independent claim is nonobvious under 35 U.S*C» 
103, then any claim depending therefiom is nonobvious. In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988). MPEP §2143.03. 

Additionally, Applicants respectfully submit that obviousness cannot be supported 
by a proposed modification that would render the prior art invention being modified 
unsatisfactory for its intended purpose. In re Gordon, 221 USPQ 1 125 (Fed. Cir. 1984); 
MPEP §2143.01. 

Regarding Examiner^s Paragraphs S and 6, and Independ ent Claims !> 10 

and 21 

Applicants have amended Claims 1,10 and 21 to include limitations originally 
found in Claim 2, and to now recite, inter aha, 
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. . wherein one of said detectors is an ener^ integrating detector configured to 
provide a high resolution image giving a principal view of the exposed object in response 
to said x-rays, and the other of said detectors is an energy discriminating detector 
configured to distinguish the energy spectrum of said x-rays incident thereon and to 
provide additional characterization information to said hi^Eh resolution image in response 
to the same said x-rays: and 

wherein said first and second detectors are arranged to be used together in a one- 
shot exposure to said x-rays ," (Claims 1 and 10); 

, . producing in response to a signal from one of said detectors a high resolution 
image giving a principal view of the exposed object: and 

distinguis hing IP ^sponse to a signal from the other of said detectors the energy 
spectrum of said x-ravs incident thereon, thereby providing additional characterization 
infomiation to the high resolution image: 

wherein said producing in response to a signal from one of said detectors, and said 
^^li ^npuishing in response to a signal firom the other of said detectors, are responsive to 
the same one-shot exposure to said x-ravB >" (Claim 21). 

No new matter has been added by these amendments as antecedent support may 
be found in the specification as originally filed, such as at Paragraphs [0014]» [0018]i and 
[0028]» for example. 

Dependent claims inh^t all of the limitations of the respective parent claim. 

As amended. Applicants claim a hybrid x-ray detector and method of operation 
thereof that includes an energy integrating detector and an energy discriminating detector 
usable together when exposed to a one-shot exposure of x-rays. The signals from the two 
detectors being producible of a higih resolution image with additional characterization 
infbrmation. Limitations included in the amendments to Claims 1,10 and 2 1, find their 
origin in Claim 2. 

In view of Agano by itself not being applied to reject Claim 2» Applicant submits 
that the rejections under Examiner's Paragraph S have been traversed. Accordingly^ 
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Applicants following rematks are primarily directed to Examiner's Paragraph 6, which 
modifies Agano in view of Stettner in order to reject Claim 2, among other claims, 

In first comparing Agano to the claimed invention. Applicant finds Agano to 
merely disclose a radiation detector having two deteotioa layers configured to prevent 
image quality degradation at the periph^ of the image after subtraction processing (see 
Abstract, paragragh [0018], [0028] and [0049]). Further. Applicant finds Agano's 
disclosure to remedy the image quality degradation (at the periphery) by perfoiming a 
magnification size correction operation with no mention of improved image quality at 
locations other than the periphery of the image and no teaching of analyzing the energy 
spectrum of the x-rays as in the claimed invention. Thus Agano fkils to teach or suggest a 
first detector and a second detector ^ 'wherein one of aaid detectors is an ene rgy integrating 
detector configured to provide a high resoli ^t^j^^i ^n^flfi^ giving a principal view of tk€ 
exposed object in response to said x-rays, and the other of said de tectors is an energy 
discriminating detector configured tn HistiTiy uish the ene rpv spectrum of said x-ravs 
incident thereon and to provide additional characterizati on infoimatjon to said high 
resolution ima^e in response to the same said x-rays: and wherein said first an d second 
detectors are arranged to be used together in a one>-sho t exposure to said x-ravs**, as 
claimed in amended Claims 1 and 10« 

Under a similar comparison, Applicants find Agano to be deficient in its teaching 
or suggestion of '^ producing in response to a signal from one of said detectors a high 
resolution image giving a principal view of the exposed object: anj <;^ifftinffuishinp in 
response to a signal fipm the other of said detectors the energy spectrum of said x-ravs 
incident thereon, thereby nroyiding additional characterization infomiation to the high 
resolution image: wherein said producing in response to a signal fi-o m one of said 
detectors, and gaid distinguishinp in response to a sign al from the other of said detectors. 
are responsive to the same one-shot exposure to said x-Tavs' \ as claimed in Claim 21. 

Under Examiner^s Paragraph 6, the Examiner acknowledges that Agano does not 
disclose* teach or suggest an energy discriminating detector, and looks to Stettner to cure 
this deficiency. Paper 200601 13, page S. 
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Here, the Examiner alleges that Stettner *teaches that an integrating detector may 
be made an energy discriminatmg detector through adjustment oftht radiation flux and 
integration time (col. 9, lines 32-40)/' Emphasis added. 

As alleged. Applicants understand the Examiner to be modifying Agano in view 
of Stettner in such a way that would result in one of the Agano integrating detectors being 
made into an energy discriminating detector through adjustment o/the radiation flux and 
integration time seen by the combination of detectors. 

If Applicants were to accept the Examiner *s modification of Agano in view of 
Stettner, then it necessarily follows that one of the Agano integrating detectors would 
need to undergo an adjustment o/ihe radiation flux and integration time in order to 
fimction as an energy discriminating detector, v^iaich in turn would require ^ first 
exposure to x-rays to provide the function of an energy integrating detector, and then a 
second exposure to x-rays to provide the function of an energy discriminating detector, 
since the function of the energy discriminating detector can only be accomplished via 
Stettner through adjustment of^t radiation flux and integration time, thereby resulting 
in a two-shot x-ray exposure process » 

In comparing Agano as allegedly modified by Stettner, Applicants not only fmd 
the combination to be absent the claimed limitation of ' 'wherein said first and second 
detectors are ananned tn he used together in a one-shot exposure to said x-ravs ", but also 
finds the modified Agano to be unsatisfactory for its intended purpose. 

As disclosed at paragraphs [0030] and [0034], Agano teaches a detector ass«(ibly 
20 having first and second layers 21 and 22 that are configured for energy subtraction 
processing using a one-shot method. If Agano were to be modified by Stettner as alleged 
by the Examiner, Agano would no longer be configured for energy subtraction processing 
using a one-shot method. Accordingly, one skilled in the art would not be motivated to 
modify Agano in view of Stettner to arrive at the claimed invention where the 
modification would render Agano unsuitable for its intended purpose. 

Accordingly, Applicant submits that Agano is deficient in teaching or suggesting 
each and every element aztanged to perform as the claimed invention perfomis, that 

11 of 13 



PAGE \m ' RCVD AT W6 3:52:28 PM [Eastern DayOght Time] ' SVR:USPTO{FXRF-2/4 ' DNIS:273830Q ' CS1D:86D2860115 ' DURATION M:0348 



Apr 05 2006 3:51PM CRNTOR COLBURM LLP 8602860115 p. 13 

Appbi. No. 10^708,127 
Docket No. 141S08/OHM-0096 

Stettaer fails to cure this deficiency, and that a modification of Agano in view of Stettner 
would not only still result in a missing element of the claimed invention, but would also 
render the prior art being modified unsuitable for its mtended purpose. 

In view of the foregoing, Applicants submit that Claims 1» 10, and 21 axe 
allowable, and that claims dependent therefiom are also allowable for at least the reasons 
given above for independent Claims 1, 10, and 21, 

Regarding Examiner^s Paragraphs 7 and 8 

In view of Claims 5, 6, 18 and 19 being dependent from either Claim 1 or 10« and 
in view of Granfors and Meuleman not being applied to reject elements of Claim 2, now 
incorporated into amended Claims 1 and 10, Applicants submit that Qranfors and 
Meulaman fail to cure the deficiencies of Agano and Stettner^ and for at least these 
reasons are allowable. Accordingly, Applicants respectfully request reconsideration and 
allowance of Claims 6, 18 and 19. 

In view of the foregoing, Applicants submit that the References fail to teach or 
suggest each and every element of the claimed invention and are therefore wholly 
inadequate in their teaching of the clauned invention as a whole^ fail to motivate one 
skilled in the art to do what Applicants have done, fail to recognize a problem recognized 
and solved only by the present invention, fail to offer any reasonable expectation of 
success in combining the References to perfonn as the claimed invention performs; fail to 
teach a modification to prior art that does not lend^ the prior art being modified 
unsatis&ctoty for its intended purpose, and discloses a substantially difreren.t invention 
from the claimed invention, and therefore cannot properly be used to establish a prima 
&cie case of obviousness. Accordingly, Applicants respectfully request reconsideration 
and withdrawal of all rejections under 35 U.S.C. §103(a), which Applicants consider to 
be traversed. 

In light of the forgoing, Applicants respectfully submit that the Examiner's 
rejections under 35 U.S.C §112, second paragr^qph, and 35 U.S.C. §lO3(aXhavebee0 
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traversed, and respectfully request that the Examiner reconsider and withdraw these 
rejections. 

The CommisBioner is hereby authorized to charge any additional fees that may be 
required for this amendment, or credit any ovetpaytnent> to Deposit Account No. 07- 
0845. 

In the event that an extension of time is required, or may be required in addition to 
that requested in a petition for extension of time» the Commissioner is requested to grant 
a petition for that extension of time that is required to make this response timely and is 
hereby authorized to charge any fee for such an extension of time or credit any 
overpayment for an extension of time to the above-identified Deposit Account. 



Respectfully submitteda 



CANTOR COLBURN LLP 




David Arnold 
Registration No: 48,894 
Customer No. 23413 



Address: SS Griffin Road South, Bloomfield» Connecticut 06002 
Telephone: (860) 286-2929 
Fax: (860)286-0115 
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